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DETAILED ACTION 

A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 04/23/2009 has been entered. 

Applicant's amendment dated 03/29/2009 has been received and entered. Claims 1-14, 
23-29 are pending in the apphcation. Claims 15-22 stand withdrawn from consideration as non- 
elected claims 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 ol' this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-14 and 23-29 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
Applicant's submitted prior art, Kim et al. , WO 01/45283, in view of Kikkawa et al., US 
6,879,359, as stated in the previous final office action. 

Regarding the above claims, Kim et al. disclose a liquid crystal display (LCD) device 
(figures 4-6) comprising: 

. a first subsfrate (11) having a plurality of unit cells (figure 6), each cell including a 
sensor thin film fransistor (TFT) (12), a storage device (14/15/16) and a first switch TFT (13), a 
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second insulating layer (see figure 5). It is noted that a data reading part and a first gate driving 
part (fingerprint reading section 100 and control section 400) inherently formed over the first 
substrate to fiinction/control the sensor TFT and the switch TFT; 

. an LCD panel (3) inherently having a second substrate and a liquid crystal layer 
attaching to the first substrate (figure 4); 

. a sensor output signal line (output n/n+1); 

. a light shielding layer (13-sh) 

ICim et al. do not explicitly disclose the LCD panel having first transparent electrode, a 
second substrate having a second transparent electrode, a color filter and a second switch TFT, 
wherein the first transparent electrode is in contact with a lower surface of the first substrate and 
the liquid crystal layer contacts the first transparent electrode. Kikkawa et al. do disclose an 
LCD (figure 3) having first transparent electrode (34), a second substrate (21) having a second 
transparent electrode (3 1), a color filter (30) and a second switch TFT (22/26/27), a first 
insulating layer (32) between the second transparent electrode (31) and the color filter (30). In 
addition, a data driver part and a second gate driver part (control section 400) would be formed 
over the second substrate to control the switch TFT. Therefore, it would have been obvious to 
one skilled in the art at the time of the invention was made to combine the Kikkawa et al. LCD 
panel into the Kim et al. fingerprint terminal in order to obtain an LCD device having both a data 
display function and a fingerprint capture fiinction. In addition, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to combine the Kim et al. 
substrate (1 1) with the Kikkawa et al. substrate (35) together, since it has been held that making 
an old device portable without producing any new and unexpected result involves only routine in 
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the art. In re Lindberg, 93 USPQ 23 (CCPA 1952); as a result, the first transparent electrode (34) 
would be in contact with a lower surface of the first substrate (the combination of Kim's 
substrate 1 1 and Kikkawa's substrate 35) and the liquid crystal layer (33) would contact the first 
transparent electrode (34) as claimed. 

Response to Arguments 
3. Applicant's arguments filed 03/29/2009 have been fiilly considered but they are not 
persuasive. 

. Applicant's arguments, regarding claim 1, 10 and 23, are as follow: 

a. Kim does not teach or suggest a first substrate including a plurality of unit cells and a 
first transparent electrode, the first transparent electrode making contact with the lower surface 
of the first substrate, the lower surface opposing a surface including the unit cells, and the hquid 
crystal layer contacts the first transparent electrode disposed on the lower surface of the first 
substrate of amended independent claims 1,10 and 23. In addition, Kikkawa also does not teach 
or suggest a first substrate including a plurality of unit cells and a first transparent electrode, the 
first transparent electrode making contact with the lower surface of the first substrate, the lower 
surface opposing a surface including the unit cells, and the liquid crystal layer contacts the first 
transparent electrode disposed on the lower surface of the first substrate of amended independent 
claims 1,10 and 23, and does not remedy the deficiencies of Kim. 

b. Since the combination of teachings of Kim and Kikkawa would lead one of ordinary 
skill in the art to include three substrates, contrary to the present invention as described, claimed 
and illustrated, there exists no suggestion or motivation in the references or to one of ordinary 
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skill in the art to modify or combine Kim and Kikkawa to teach a liquid crystal layer interposed 
between the first and second substrates, the liquid crystal layer contacting the first transparent 
electrode disposed on the lower surface of the first substrate. 

c. Since BCikkawa specifically teaches an LCD (for example, Figure 3) including a liquid 
crystal layer 33 is held between a TFT substrate 60 including a first transparent substrate 21 and 
an opposite substrate 61 including a second transparent substrate 35, if the fingerprint reader 10 
including lower substrate 1 1 of Kim (for example. Figure 5) were then combined with the LCD 
of ICikkawa, the liquid crystal layer 33 would still only contact the (upper) second transparent 
substrate 35 of Kikkawa, not the lower substrate 1 1 (as the "first substrate") of the fingerprint 
reader 10 of Kim. Therefore, merely combining the LC panel 3 of Kim with the LCD of 
BCikkawa does not teach the claimed invention. 

d. Applicants find no teaching, suggestion or motivation in Kim and Kikkawa to omit 
either the lower substrate of the fingerprint reader 10 of Kim or of the upper substrate of the 
LCD of Kikkawa. Applicants fiirther submit that neither BCim nor Kikkawa as a whole provide a 
reason for one of ordinary skill in the art to fiirther modify Kim and Kikkawa by omitting one of 
the lower substrate of the fingerprint reader 10 of Kim or of the upper substrate of the LCD of 
Kikkawa, such that the liquid crystal layer 33 of Kikkawa contacts "a first substrate including a 
sensor thin film transistor and a first switch thin film transistor" as claimed 

e. Applicants again respectfully submit that there is no teaching, suggestion or motivation 
in Kim and Kikkawa to omit either the lower substrate of the fingerprint reader 10 of Kim or of 
the upper substrate of the LCD of BCikkawa, and neither BCim nor Kikkawa as a whole provide a 
reason for one of ordinary skill in the art to fiirther modify Kim and ICikkawa by omitting one of 
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the lower substrate of the fingerprint reader 10 of Kim or of the upper substrate of the LCD of 
BCikkawa as required such that the hquid crystal layer 33 of Kikkawa contacts "a first substrate 
including a sensor thin film transistor and a first switch thin film transistor" as claimed. Since 
there is no teaching, suggestion or motivation in Kim and Kikkawa to fiirther modify the 
combined structure of Kim and Kikkawa to teach a liquid crystal layer interposed between the 
first and second substrates, the liquid crystal layer contacting the first transparent electrode 
disposed on the lower surface of the first substrate of Claims 1,10 and 23, there exists no 
suggestion or motivation to one of ordinary skilled in the art to remove one of the lower substrate 
of the fingerprint reader 10 of Kim or of the upper substrate of the LCD of Kikkawa, to teach the 
claimed invention, and therefore the claimed invention is nonobviousness. 

f. Applicants respectfully submit that the Examiner has used an improper standard 
in arriving at the rejection of the above claims under section 103, based on improper hindsight, 
which fails to consider the totality of Applicant's invention and to the totality of the cited 
references, Kim and Kikkawa and the Examiner has used Applicant's disclosure to select 
portions of the cited references to allegedly arrive at Applicant's invention. In doing so, 
the Examiner has failed to consider the teachings of the references or Applicant's invention as a 
whole in contravention of section 103, including the disclosures of the references which teach 
contrary to Applicant's invention. Thus, since the rejection details fail to point out with 
specificity what features in the cited references are being cited as corresponding to or teaching 
limitations of the claimed invention, since Kim and Kikkawa, alone or in combination, ^a// to 
teach or suggest all of the limitations of at least amended Claims 1,10 and 23, since the 
combination of teachings of BCim and Kikkawa would lead one of ordinary skill in the art to 
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include three substrates, contrary to the present invention as described, claimed and illustrated, 
since combining the LC panel 3 of BCim with the LCD of Kikkawa does not teach the claimed 
invention. 

. The Examiner's responses are as follow: 

a. The Examiner agrees that each of references Kim et al. or Kikkawa et al. alone does 
not teach all limitations as claimed. However, Kim et al. do teach an LCD device comprising a 
unit cells with a lower substrate 1 1 and the liquid crystal display panel 3 (see figure 4) and 
Kikkawa et al. do teach a liquid crystal display panel with a first transparent electrode 34 
contacts a substrate 35; and thus, the combination of BCim et al and Kikkawa et al, as stated 
above, would combine such Kim et al. liquid crystal display panel 3 with the Kikkawa et al panel 
and both Kim et al. substrate 1 1 and Kikkawa et at substrate 35 would be made to one to make a 
portable device (i.e., compact display device). In re Lindberg, 93 USPQ 23 (CCPA 1952). 
Therefore, the liquid crystal display panel 3 is directly attached to the finger print reader 10 as 
well and the liquid crystal layer would be contacts the first transparent electrode that disposed on 
the lower surface of the first substrate (combination of Kim's substrate 1 1 and Kikkawa's 
substrate 35). 

b. In response to applicant's argument that there is no motivation, no suggestion to 
combine the references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention where 
there is some teaching, suggestion, or motivation to do so found either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art. See In re 
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Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and/« re Jones, 958 F.2d 347, 21 
USPQ2d 1941 (Fed. Cir. 1992). In this case, as stated above and in part a, the combination of 
Kim et al. and Kikkawa et al. would result a claimed invention and would improve a size of a 
device (e.g., compact size). 

c. as explained in part a., the Kikkawa et al. upper substrate can be directly attached to 
the lower substrate of the fingerprint reader and it can be formed together for a compact display 
device purposes. Therefore, merely combining the liquid crystal display panel 3 of Kim with the 
ICikkawa et al. display would result the claimed invention as claimed as well. 

d. The Examiner respectfully disagrees with Applicant's viewpoint since the 
combination of Kim et al. and Kikkawa et al. could be combined to have less than three 
substrates, since the Kim's substrate 1 1 and the Kikkawa et al. substrate 35 would be combined 
to one for making a portable device. 

e. as noted in c and d., the combination of Kim and Kikkawa et al. would be proper and 
does disclose all the limitations of the claimed invention. 

f as noted in the above rejection and all parts a-d, one of ordinary skill in the art would 
be able to merely find the combination of Kim et al. and the Kikkawa et al. device to product a 
portable device and met the claimed invention as claimed as well. Therefore, the 103 rejection 
would be proper as well and stand as noted above. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dung Nguyen whose telephone number is 571-272-2297. The 
examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Nelms can be reached on 571-272-1787. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



DN 

07/05/2009 



/Dung T. Nguyen/ 
Primary Examiner 
Art Unit 2871 



